REMARKS 

Claims 1-15 are pending in the present Application. No claims have been 
amended, Claims 11-15 remain withdrawn, and no claims have been canceled or added, 
leaving Claims 1-10 for consideration upon entry of the present response. 

Please note that, where the instant Specification is referred to herein, citations are 
made with reference to the version of the Specification published as U.S. Patent 
Application Publication No. 2004/01 15558 Al. 

Reconsideration and allowance of the claims are respectfully requested in view of 
the following remarks. 

Claim Rejections Under 35 U.S.C. § 103(a) 

Claims 1-10 stand rejected under 35 U.S.C. § 103(a), as allegedly unpatentable 
over U.S. Patent No. 6,348,298 to Sakurai et al ("Sakurai") in view of U.S. Patent No. 
6,534,235 to Hanabata et al. ("Hanabata"), U.S. Patent No. 4,716,194 to Walker et al. 
("Walker"), U.S. Patent No. 7,005,231 to Tamaki et al ("Tamaki"), or "structure and 
adsorption of 3-acryloxypropyltrimethoxysilane", Langmuir, V. 15, pages 2444-2449 
(1999) by Jo et al. ("Jo"). Applicants respectfully traverse this rejection. 

Applicants respectfully wish to note that the article cited by the Examiner in the 
present Office Action dated October 4, 2006 (referred to hereinbelow as "10/04/2006 
Office Action") to Jo et al is not published in the Journal of the American Chemical 
Society but is in fact published in the journal Langmuir. Accordingly, the response to the 
Office Action discussed herein refers to the article appearing in Langmuir. 

Sakurai teaches a radiation sensitive composition comprising a colorant 
containing a quinacridone pigment, a mixture of an isoindolinone pigment and a yellow 
organic pigment, or a mixture of copper phthalocyanine blue and a green pigment, an 
alkali-soluble resin, a polyfunctional monomer and a photopolymerization initiator. 
Sakurai, Abstract. An adhesion promoting agent such as 3- 
methacryloxypropyltrimethoxysilane may be used. Col. 16, lines 1-3, 9, and 21. 

Hanabata teaches a photosensitive resin composition prepared by adding 
inorganic particles to a photosensitive resin, and that the inorganic particles can be of 
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colloidal silica. Abstract. The particles may be modified using a silane, such as 3- 
(trimethoxysilyl)propyl (meth)acrylate. Col. 11, lines 10-13 and Col. 13, lines 28-29. 

Walker teaches an improvement in the removability of acrylate based pressure 
sensitive adhesives by the addition thereto of a small amount of an organofunctional 
silane monomer. Abstract. Acrylate polymers prepared by free-radical initiated 
copolymerization of less than 0.5 wt% silane monomer copolymerized with alkyl acrylate 
monomers are disclosed. Col. 1, lines 41-45. 

Tamaki teaches a positive-tone radiation-sensitive composition including at least 
one compound selected from a hydrolysable silane compound, a photoacid generator, and 
a basic compound. Abstract. A hydrolysable silyl group containing polymer is disclosed 
in which the hydrolysable silane compound is a monomer that is polymerized or 
copolymerized with other monomers to form the polymer disclosed. Col 9, lines 37-43. 
Silyl monomers include (meth)acryloxypropyltrimethoxysilane and 
acryloxypropyltrimethoxysilane. Col. 9, lines 44-48. 

Jo teaches a detailed study of 3 -acryloxypropyltrimethoxysilane using gravimetric 
analysis and NMR. Abstract. 

Applicants respectfully assert that instant independent claim 1 is patentable over 
Sakurai in view of Hanabata, Walker, Tamaki, or Jo, because the combination of the 
preceding references fails to teach or suggest all the limitations of Claim 1, fail to provide 
a suggestion or incentive that would motivate one skilled in the art to combine the 
references, or that a combination of the references would provide a reasonable 
expectation of success for the combination, absent the limitation of 0.1 to 2wt% of a 
hardener. 

For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing a prima facie case of obviousness, i.e., that all elements of the invention are 
disclosed in the prior art; that the prior art relied upon, coupled with knowledge generally 
available in the art at the time of the invention, contain some suggestion or incentive that 
would have motivated the skilled artisan to modify a reference or combined references; 
and that the proposed modification of the prior art had a reasonable expectation of 
success, determined from the vantage point of the skilled artisan at the time the invention 
was made. In re Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988); In Re Wilson, 165 
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U.S.P.Q. 494, 496 (C.C.P.A. 1970); Amgen v. Chugai Pharmaceuticals Co., 927 
U.S.P.Q.2d, 1016, 1023 (Fed. Cir. 1996). 

Instant Claim 1 recites the limitations that the photosensitive resin composition for 
a color filter comprises "0.1 to 2 wt% of 3 -aery loxypropyltrimethoxy silane as a lower layer 
silane hardener" and "wherein the photosensitive resin composition has a y-value after 
development of about 0.1 to 2.5". Neither Sakurai, Hanabata, Tamaki, Walker, Jo nor the 
combination of these cited references teach or suggest the y-value after development of 
about 0.1 to 2.5 as claimed in instant Claim 1. Thus, the references do not teach all 
limitations of the instant claims, and therefore cannot render the instant claims 
unpatentable. 

None of the references, Sakurai, Hanabata, Tamaki, Walker, or Jo discloses the role 
of the trimethoxysilylpropyl acrylate to provide a desirable developing y-value of 0.1-2.5 as 
demonstrated in the instant Specification in Examples 1, 4, and 5, and in contrast to 
Comparative Examples 1 and 3 (with no lower layer hardener) and Comparative Example 2 
(with 6,7-epoxybutyl acrylate as the lower layer hardener), and as claimed in instant 
Claims 1 and 10. See Specification, p. 4, f [0057] to p. 5, ^[[0064] and p. 6, Table 3. 

Furthermore, as noted by the Examiner, Sakurai does not teach or suggest a the 3- 
acryloxypropyltrimethoxysilane as a lower layer silane hardener as claimed in instant 
Claim 1, or its presence in an amount of 0.1 to 2 wt%. 

In fact, none of the references Hanabata, Tamaki, or Jo, nor their combinations, 
teach or suggest the use of the acryloxypropyltrimethoxysilane as a lower layer silane 
hardener in an amount of 0. 1 to 2 wt%. Hanabata teaches surface modification of a particle 
using the trimethoxysilylpropyl(meth)acrylate reacted with a metal, and further does not 
disclose its use in the claimed amount. Col. 1 1, lines 14-16. Tamaki and Walker each teach 
the use of the trimethoxysilylpropyl(meth)acrylate as a radically polymerized comonomer 
as a homopolymer or with other (meth)acrylate comonomers. (Supra) Walker in fact 
discloses inclusion of silane comonomers in amounts of less than 0.5 wt%, but only as 
polymerized into the polymer, and is not included as a free formulated, unreacted 
compound. Col. 6 lines 18-26. Walker includes the silane monomer reduce tack of the 
resulting adhesive polymer and to increase releasability of the polymer and thereby runs 
contrary to the purpose disclosed in the instant specification of improved (increased) 
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surface adhesion, and thus Walker teaches away from the use of the silane monomer as an 
adhesion promoting agent as disclosed in the instant specification and as claimed. 
Therefore the teachings of Hanabata, Tamaki, and Walker provide no suggestion or 
incentive that would motivate one skilled in the art to include the 

trimethoxysilylpropyl(meth)acrylate disclosed in each of these with the resin composition 
of Sakurai, or that their inclusion would provide a reasonable expectation for success in 
increasing the gamma value of the photosensitive resin composition upon development, Jo 
is silent as to either the use of trimethoxysilylpropylacrylate as an adhesion promoter, or 
the amount needed to effect a desirable developing y-value of 0.1-2.5 as claimed. Thus, 
neither Hanabata, Tamaki, Walker or Jo discloses the inclusion of the 
trimethoxysilylpropyl(meth)acrylate as a freely formulated (non-co-reacted) component in 
a photosensitive resin composition as claimed in instant Claim 1, and therefore cannot 
teach or disclose the desired properties conveyed to the claimed photosensitive resin 
composition of a desirable developing y-value of 0.1-2.5 as claimed, and so do not make 
the claims unpatentable. 

Further, even if a prima facie case of obviousness were conceded, which it is not, 
Applicants respectfully assert that the invention is not obvious at least because the 
particular combination of claimed elements results in unexpectedly beneficial properties. 
An applicant can rebut a prima facie case of obviousness by presenting comparative test 
data showing that the claimed invention possesses unexpectedly improved properties or 
properties that the prior art does not have. In re Dillon, 919 F.2d 688, 692-93, 16 
U.S.P.Q.2d 1987, 1901 (Fed. Cir. 1990). Specifically, Table 3 shows that the use of a 
lower layer hardener in an amount of 0.1 to 2 wt% unexpectedly produces desirably low 
developing y-value of 0.1-2.5, and that a different amount of the lower layer hardener than 
instantly claimed (Example 2, a lower amount of 0.05 wt% of hardener) produces a larger 
y-value, which is undesirable. 

In addition, and surprisingly, the data of Table 3 show the non-equivalence of a 
methacrylate and an aery late with respect to Example 3 (using 0.2 wt% of 3,4-epoxybutyl 
methacrylate ). with a gamma value of 0.9, and Comparative Example 2 (using 0.2 wt% of 
6,7-epoxybutyl acrylate ) with a gamma value of 3.5. See the Specification, Table 3 and p. 
5, "|f [0059] and [0063]. As is well-known, homologs are compounds that form part of a 
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series, differing from one another by the successive addition of the same chemical moiety, 
for example an alkylene (-CH 2 -) group (as in the difference between an acrylate and a 
methacrylate, which differ by insertion of a methylene group between the substitutent p-H 
of the unsaturated polymerizable group). Homology, however, should not automatically 
lead to a conclusion of prima facie obviousness. In re Elpern, 140 U.S.P.Q. 224 (C.C.P.A. 
1964). As stated by the Elpern court, the greater the difference in the carbon chain, the 
better the chance to argue against the presumption of obviousness. The case of In re Mills 
is particularly apt, wherein the C.C.P.A. found a methyl sulfate unobvious in view of prior 
art alkyl sulfates having an alkyl "within the 8 to 12 carbon atom range". In re Mills, 126 
U.S.P.Q. 513, 515 (C.C.P.A. 1960). There is a sound scientific basis for this holding. 
Certainly, the close structural similarity of adjacent homologs may give rise to the 
presumption that the skilled artisan would expect these compounds to possess similar 
properties. In re Heme, 85 U.S.P.Q. 261, 264 (C.C.P.A. 1950); In re Wilder, 195 U.S.P.Q. 
426, 430 (C.C.P.A. 1970). Further, it is well known in the art that methacrylates and 
acrylates have dramatically different reactivity ratios regardless of the substituents, and to 
expect that these moieties will behave in exactly the same manner under the same 
circumstances is mere speculation. 

It is in fact clearly seen in the above data that for the two hardeners in question with 
different unbound ends (acrylate v. methacrylate), the acrylate and methacrylate each 
provide non-equivalent performance, and hence the Examiner's equating of methacrylate 
with acrylate in the case of trimethoxysilylpropyl esters of these is unfounded absent cited 
art that clearly shows the equivalence of these compounds employed under the same 
conditions and for the same application claimed in the instant claims. The Examiner bears 
the initial burden of factually supporting any prima facie conclusion of obviousness. If the 
Examiner does not produce a prima facie case, the applicant is under no obligation to 
submit evidence of nonobviousness. See MPEP 2142. Because structural similarity is a 
poor indicator of equivalent performance in the field of polymer synthesis (based on known 
relative reactivity ratios of exemplary acrylates and methacrylates in the literature), 
Applicants respectfully submit that the Examiner has failed to make out a prima facie case 
of obviousness. Therefore, Applicants respectfully request that the rejection based on the 
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equivalence of trimethoxysilylacrylate and trimethoxysilylmethacrylate be reconsidered 
and withdrawn. 

Thus, for at least the above reasons, neither Sakurai, nor the combination of the 
additional cited references Hanabata, Tamaki, Walker, or Jo teach or suggest the use of 
0.1 to 2 wt% of 3-acryloxypropyltrimethoxysilane as a lower layer silane hardener to 
produce a photosensitive resin composition having a y-value after development of about 
0.1 to 2.5 as instantly claimed. As such, Applicants respectfully submit that independent 
claim 1, and its dependent claims 2-10 are patentable over Sakurai in view of any or all of 
Hanabata, Walker, Tamaki, or Jo. Reconsideration and withdrawal of this rejection are 
respectfully requested. 

It is believed that the foregoing amendments and remarks fully comply with the 
Office Action and that the claims herein should now be allowable to Applicants. 
Accordingly, reconsideration and withdrawal of the rejections and allowance of the case 
are respectfully requested. 

If there are any additional charges with respect to this Amendment or otherwise, 
please charge them to Deposit Account No. 06-1 130. 

Respectfully submitted, 

CANTOR COLBURN LLP 

By: /Dana A. Gronbeck/ 
Dana A. Gronbeck 
Registration No. 55,226 
Confirmation No. 5598 
Cantor Colburn LLP 
55 Griffin Road South 
Bloomfield, CT 06002 
PTO Customer No. 23413 
Telephone: (860) 286-2929 
Fax: (860)286-0115 

Date: January 4, 2007 
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